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1. Heal farty in interest 

The real party in interest is THOMSON LICENSING, the assignee of the entire right title 
and interest in and to the subjeet appli^ralion by virtue of assignments recorded with the TatcjU 
Office on January 5, 2006 at reel/frame 017452/0346 and red/IVame 017452/0465. 

2. Related Appeals and Interferences 

None. 

3- Status of Claims 

Claims 1-12 are pending. Claims U12 stand rejected and are under appeal. 
A copy of the claims 1-12 is presented in Section 8 below. 

4. Status of Amendments 

A preliminary amendment filed on January 5, 2006 was entered. An amendment under 
37 CFR §1.111. sent to the PTO on October 27, 2006 in response to the non-fmal Office Action 
dated August 3, 2006, was entered. An amendment under 37 C.F.R. §1.116, sent to the PTO on 
March 1, 2007 in response to the Final Office Action dated January 4, 2007, was entered upon 
the filing of a Kequest for Continued Examination on April 5, 2007. An amendment 37 CFR 
§1.111, sent to the PTO on July 23, 2007 in response to the non-final Office Action dated May .1, 
2007, was entered. No Responses/Amendments were filed subsequent to the above Amendment 
sent on July 23, 2007. 

5. Summary of Claimed Subject IVfatter 
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Ciairri 1 is directed lo a method for achieving wireless comauinications in a network 
having at least one macro cell (e.g.^ element 1 4, PIG. 1) for communicating both voice and data 
with a mobile communications device (e.g., clement 16, FTC. I) across a first wireless link (e.g., 
clement 17, FIG. 1) and, at lea.si one micro cell (e.g., element 32, FIG. J), with a smaller 
coverage area and higher capacity per user than the macro cell (see e.g., p. 4, lines 10-16), for 
communicating data with the mobiJe communications device across a second wireless 
communication link (e.g., element 33, FIG. 1), the method comprising the steps of; 
communicating signaling information directly between one micro cell and the one macro cell via 
a third wireless channel (e.g., element 50, FIG. 1) in response to access of the micro cell hy the 
mobile commumcations device (sec, e.g., p. 4, line 3 1 to p. 5, line 17); and controlling the 
operation ofthe micro cell re.spon.sive to the signaling infonnation (sec, e.g., p. 5, lines 2-7). 

Claim 6 \s directed to a wireless coninuuii cations system, comprising at least one macro 
cell (c.g.> clement 14, FIG. l) for communicating both voice and data with a mobile 
communications; device (e.g.> element 16, FIG. 1) across a first wireless link (e.g., element 1 7, . 
FIG. 1); at least one micro cell (e.g., dement 32, FIG. 1) having a smaller coverage and higher 
capacity per user than the macro cell (see e.g., p. 4, lines 10-16) for communicating data with tlie 
mobile communications device across a second wireless communication link (e.g., clement 33, 
FIG. 1); a control clement (e.g., clement 22, FIG. 1) for controlling at least the opcrdtion ofthe 
macro cell (see, e.g., p. 5, lines 2-7); and a third wireless channel (e.g., element 50, FIG. I) for 
directly communicating signaling information between the one micro cell and the One macro cell 
in response to access ofthe micro cell by the mobile communications device to enable the 
controller to also control the operation of the macro cell (sec, e.g., p. 4, line 31 to p. 5, line 17). 
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Claim 1 is directed lo a method for achieving wireless commtinicalions in a network 
having at least one macro cell (e.g., element 1 4, FIG. 1) for communicating both voice and data 
with a mobile communicatiojis device (e.g., clement 16, FTC. I) across a first wireless link (e.g., 
clement 17, FIG. 1) and, ai least one micro cell (e.g., element 32, HG. 1), with a smaller 
coverage area and higher capacity per user than the macro cell (.^ee e.g., p. 4, lines 10-16), for 
communicating data with (he mobile communications device across a second wireless 
communication link (e.g., element 33, TIG. 1), the method comprising the steps of: 
communicating signaling information directly between one micro cell and the one macro cell via 
a third wireless channel (e.g., element 50* FIG- 1) in response to access of the micro cell by the 
mobile communications device (sec, e.g., p. 4, line 3 1 to p. 5, line 1 7); and controlling the 
operation ol'lhe micro cell responsive to the signaling information (sec, e.g., p. 5, lines 2-7). 

Cldim 6 is directed to a wireless coaiinuiiications system, comprising nt least one macro 
cell (e.g., element 14, FIG. I) for eonununicating both voice and data with a mobile 
communications device (e.g., element 16, FIG. 1) across a first wireless link (e.g., element 17, 
FIG. I); at least one micro coll (e.g., element 32, FIG. 1) having a smaller coverage and higher 
capacity per user than the macro cell (see e.g., p. 4, lines 10-16) for communicating data witli tlie 
mobile communications device across a second wireless communication link (e.g., clement 33, 
FIG. 1); a control clement (e.g., clement 22, FIG. 1) for controlling at least the operation of the 
macro cell (see, e.g., p. 5, lines 2-7); and a third wireless channel (e.g., element 50, FIG. I) for 
directly communicating signaling information between the one micro cell and the one macro cell 
in response to access of the micro cell by the mobile communications device lo enable the 
controller to also control the operation of the macro cell (sec, e.g., p. 4, line 3 .1 to p. 5, hue 17). 
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6. Grounds of Ki*iBction to be Reviewed on Appeal 

Claims 1-6 and 8-1 1 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent Publication No. 2003/0013452 Al to Hunt ct al. (htrreinafter 'TTunt') ill view of U.S. 
Patent Publication No. 2003/0003917 Al to Copley el al. (hereinafter 'Copley^). 

Claim 7 stands rejected under 35 U.S.C. § 1 03(a) as being luipatcntable over Hunt in view 
of Copley and in fiirther view of U.S. Patent No. 6»05S^ 302 to Webtcrbcrg (hereinafter 
'Wcsrcrbcrg'). 

Claim 12 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over Hunt in 
view of Copley, in further view of Westerberg and in further view of U.S- Patent No. 6959048 to 
Horneman et al. (hereinafter 'Homeman*). 

Regarding the grouping of the claims, claims 2-5 stand or full with claim 1, due to their 
respeclive dcpendencie.s, and claims 7-12 stand or (all with claim 6, due to their respective 
dependencies. 

7. Arjgument 
A. Introduction 

In general, the present principles arc directed U) providing a mobile device with a high-speed 
wireless communication connection. According to aspects of tlic present principles, a wireless 
device, such as a cellular telephone, may obtain voice and data conununications .service througli 
either or both a conventional radio access node (hereinafter a 'macro cell') (e.g., Spcciticaiion, 
clement 14, FIG. 1) and a high-bandwidth access node (hcrcinaller a 'micro celP) (e.g., 
Speci fication, element 32^ FTG. 2), which has a smaller coverage area and higher coniiuunications 
capacity per user than a macro cell (sec, e.g., Specification, p. 4, lines 4-16). The micu) cell enables 

6 
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users lo access d wide area network, such as the internet (scc» e.g.. Specification, elements 32, 32, 38 

and 40, FIG. l ;p.3, lines 29-31; p. 4, lines 10-24). 

In one advantngeous implementation of ihc present principles, the micro cell cimnects to the 

wide area network through a link separate from the main mdio access network of a wireless service 

provider (sec e.^., Spixilicaiitm^ FIG- 1, depicting the micro-cell link lo the wide ai'ca network, 34, 

38> as being separate from the main radio access network, 1 8, 20, 22 and 24). This aspect permits 

the provision ofa high-speed connection to the wide area network without congesting the niaiii 

radio access network with high-bandwidth data traffic. Additionally, although a wide area network 

may be udlized to transmit high-bandwidtli data through micro cells, according to another aspect, 

the radio access network securely idenlilies and authenticates a wireless device by employing 

control signals throagli a direct wirule.s.s channel betwcai one of its macro cell terminals and a 

micro cell upon access of the micro cell by a wireless device (see, e.g., Specification, p. 4, line 3 1 to 

p. 5, line 4; and p. 5, linesl2-19), 

independent claims I and 6 of the present applicatioji include the featiu'e of 

communicating signaling information between a jnacru cell and a micro cell via a third wireless 

channel. Fuithermorc, independent claims 1 and 6 also include the feature of communicating the 

signaling information in response to access of the micro cell by a wireless device. The . 

references cited by the Examiner do not disclose or render obvious either of these features. 

Thus, claims 1 and 6 are paientably distinct and non-obvious over the cited references, as 

discussed herein below. As such, claims 1 and 6 arc presented for review in this appeal. 
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B. Whether claim 1 i$ UiipateDtable Under 35 U.S.C* §103(2i) over Hunt in We>v 
of Copley 

Claim I is patentable over Hunt aiid Copley, taken singly or in combination, us the 

references fail to disclose or render obvious several features of claim 1. Claimed subject matter 

unpatentable under 35 U.S.C. 103(a) **if the differences between the subject matter sought to 

he protected and the prior art are such that the subject matter as a whole would have been 

obvious at the time the nwcntion was made to a person having ordinary skill in the art to which 

said subject matter pertains." K SR hitcmatiunal Co. v. teleflex. Inc. . 127 S.Ct. 1 727, 1734 

(quoting 35 U.S-C. 103(a)). The subject matter of claim 1 includes: 

A method for achieving wireless eummunications in a network having at 
least one macro cell for communicating both voice and data with a mobile 
communications device across a first wireless luik and, at least one micro cell, 
with a smaller coverage area and higher capacity per user than the macro cell, for 
communicating data with the tnobilc curnmunications device across a second 
wireless communication link, the rncthi)d comprising the steps of: 

communicating signaling information directly between one micro cell and 
the one macro cell via a third wireless channel in res p onse to access of the micro 
cell by the mobile communications device; and 

controlling ihc operation of the micro cell responsive to the signaling 
information. 

(emphasis added). 

Hunt and Copley, taken singly or in combination, do not disclose or render obvious at least 
the claim fcatiuc of "conununicaling signaling mfomiation directly between one micro cell and the 
one macro cell via a third wireless channel in response to ac c ess oF the micrcj cell by the mobile 
communications device/^ First, claim I is not obvious over the references because configuring a 
wireless communications link between a macro cell and a pico cell within the Hunt system would 
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change the principle ofoperaiiun of ibe Hunt system. Second^ claim 1 is not obvious over the 
references, as modifying the I lunt system to communicate signahng intbrmation between a macro 
cell and a pico cell in response to access of a pico cell by a wireless device would also change the 
pnncipic of operation of tlic Huril system. Acconlingly, claim 1 is patentable over Hunt and 
Copley. 

B 1 . Claim 1 is patentable and n on-ob vious over Hunt in vie w orCoplev> as 
configuring the communications channel between a macro ce ll and a pico cell of the Hunt s ystem 
to hfi a wireless; channftl won Id r.hanpr. thf ^ nr inn iplr. nrnpprati^n of Hunt. 

linplcrncnling a third wireless link between a macro ceil and a pico cell within the Hunt 
system would change the principle of operation of the Hunt system, clairn t is patentable over 
Hunt and Copley, taken singly or in combinnhon. If the proposed modification or combination 
of the prior art would change the principle of operation or would require a substantial 
reconstruction and redesign of the element shown in the prior art invention being modified, then 
the teachings of the references arc not sufficient to render the claims prima facie obvious. Sec 



MPF.P §2I43.01(VT) (citing TnreRatti . 270 F.2d 810, 123 USPQ 349 (CCPA 1959)). 

Hunt discloses a hierarchical radio communications system employing a macro cell (Hunt, 
104, FIG» 2) and a scries of pico cells (Hunt, 108, FIG. 2) serving small areas within the coverage 
area of the macro cell (Hunt 104, FIG. 2). A pico cell provides high bit rale services that could not 
be carried by the macro cell (Hunt, para. 5). In the hierarchical system described in Hunt, control 
information is transmitted continuously to a wireless device through a macro cell while user-data 
requiring a high bandwidth capacity is h-ansmitted to the wireless device through a corresponding 
pico cell (sec, e.g.. Hunt, Abstract; paia. 22-24). I lowcvcr, unlike aspects of the present principles 
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discusjsjcd above, wherein high bandwidth user-data is transmitted to a micro cell through a wide- 
area network outside the main rodio access network, the pico cell of the Hunt system receives the 
user'data directly fioin ihc macro cell through a communications link (Flunt, para. 28). 

In addition^ Hunt fails to disclose that the medium of the communications link between a 
macro cell and a pico cell is wireless. Moreover, iiiiplemcntation of a wireless link between a 
macro cell and the pico cell in the Hunt system would require a substantial reconstmction and 
redesign of ihe Hunt system. As discussed above, the purpuse of the pico cell is to provide a high 
bit rate connection that the macro cell cannot support. If the macro cell is conllgured to transmit 
user-data to the pico cell tluough a wireless link at a high bit rate, then tlic macro cell would 
essentially be capable of performing the function of the pico cell. This would obviate the need for 
the pico cells enlircly, as the macro cell would have die capacity to provide a high bit rate 
connection to the wireless devices itself. Thus, configuring the coniniunieations link between a 
macro cell and the pico cell to be a wireless channel would change the principle of opcraiion of 
Hunt ajid would require a substantial reconstruction and redesign of Uie Hunt system. 

Furthcnnure, Copley tliscloses a wireless link between a ba.se station and a buildmg 
interface to extend a base station's coverage within a building (see, e,g,, Copley, Abstract; 
paragraphs 3, 8 and 21). However, Copley does not disclose or render obvious a communications 
channel bctwccnmacro cells and micro cells that pnwide a higlicr bit rate connection to a wireless 
device. Moreover, combination of Hunt and Copley docs not render obvious the feature of 
communicating .signaling infomiation directly between one micro cell and the one macm cell via a 
third wireless channel , as recited in claim 1, because modifying the link between a macro cell and a 
pico cell of Hunt to be a wu clcss chaiu iel would recjnire substantial l econstrucLion and redesign and 
would change die principle of operation of the Hunt system, as discu.sscd above. 
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Accordingly, claim I is patentable and non-obvious over Hunt and Copley. In addition, "[i]f 

an independent claim is nonobvious under 35 U.S.C. 1 03, then any claim depending iherefrom is 

nonobvious*' (MFHP §2143.03, citing In re Fine, 837 F.2d 1071, 5 USPQ2d 1 596 (Fed. Cir. 1988)). 

Therefore, claims 2-5 arc alsi) patentable overT limt and Copley due at least to their dependencies un. 

claim 1. Withdrawal of the rejection is respectfully requested. 



B2. Claim 1 is patentable ove r Hun t in view of Copley bec au se; configuring the Hunt sy stem 
to transmit s ignaling information to a nico cell in respo ns e tti access of the pico cell bv a mobile 
communications device would a lso clia n^c the principle of operation of Hunt . 

Modifying the Hunt system to communic«ite signaling iuformatit)n directly bcKvccn a macro 
cell and a pico cell in response to access of the pico cell by a wireless device would change its 
principle of operation^ claim 1 is patentable und non-obviou5 over TTu lit in view of Copley. Ifthe 
proposed modification or combination of the prior ait would change the principle of operation or 
would require a substantial reconstruction and redesign of the elements shown in the prior azt 
invention being moditicd, then the teachings of the references ore not sufficient to render the claims 
prima facie obvious. See MPEP §2143.0 1 (VI) (citing InreRatti . 270 F.2d 8 1 0, 1 23 USPQ 349 
(CCPA 1959)). 

i he principle of operation of the Hunt system is to separate wireless communication seivice 
between a macro cell and a pico cell so that control data is transmitted to a wireless device through a 
rnaoro cell and user-data is transmitted to the wireless device through a pico cell (sec Hunt, 
Ahstract). I lunt teaches that control data is transmitted to a wireless device via macro cells instead 
of pico cells because control data must be transmitted continuously and a user's movement may 
require ficqucnt handover of sei-vice between pico cells due to their small coverage areas (see, e.g., 

11 
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Hunt, paras. 2-3 and 22-24). Frequent handover between pico c<?lls may interrupt the transmission 



of eontrol iufonnation to a wireless device. 

FirjiLly, allhough Hunt describes transmissiim of signaling information between 'd macro 
cell and a pico cell in response to a scan for connection suitability and a response to a request for 
diila (sec, e.g,.. Hunt, paragraphs 31 and 29-30), Hunt docs not disclose (bat signaling information 
is communicated between a macro cell and a pico cell in response to access of the pico cell to the 
wireless device. 

Secondly, modifying ihc Hunt sy^jicm to communicate control signals between a macro 
cell and a pico cell in response to access of the pico cell by the wireless device would change the 
principle of operation of the Hunt system. Signaling information communicated in rexnonse to 
access of the pico cell by a wireless device includes, for example, signals transmitted to control 
access authorization and authentication of a wireless device up(m its access to a pico cell. As 
discussed above, in accordance with the principle of operation of Hunt, those types of control 
signals are transmitted directly from a macro cell lo a wireless device. Thus, because directly 
transmitting such signals between a macro cell and a wireless device is a principle of operation 
of Hunt, modifying the Hunt system to communicate control signals between a macro cell and a 
pico cell in response to access oflhe pico cell by ihe wireless device would change a principle ol 
operation of Hunt. Accordingly, claim I is patentable over Hunt. 

In addition, Copley concerns utilization of a building interface station between a wireless 
device and a base station to expand the coverage area oflhe base station into a building (see 
Copley, abstract). Copley does not disclose or render obvious the claim 1 fcatiuc of 
communicating signaling information directly a macro cell and a micro cell with a higher 
bandwidth capacity in response to access of the micro cell by a wireless device. Moreover, 
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combination of Hunt and Copley does not render obviuut> the feature of commuuicaiing signaling 
information directly between one micro cell and one macro cell in response to access of the 
microcell by a mobile communications device, as recited in claim 1, because modifying the Hunt 
system to transmit such control signals from a macro cdl to a pico cell would change its 
principle of operation, as discussed above. 

Furtliennorc, "[ijfan independent claim is nonobvious under 35 U.S.C. 103, then any 
claim depending therefrom is nonobvious" (MPEP §2 143,03, citing In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1 988)). Therefore, claims 2-5 are also patentable over Hunt and 
Copley due at least to their dependencies on claim 1 . Withdrawal of the rejection is respectfully 
requested. 

C. Whether cluim 6 is Unpatentable Under 35 U.S.C\ §1 03(a) over Hunt in view 
of Copley 
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At least the above-identified limitations of the pending claims are not disclosed or 
suggested by the teachings of TTunt and/or Copley. Accordingly, it i$ respectfully requested th:»t 
the Board reverse the rejection of Claim 1-12 under 35 O.S.C. $103(a). 

Please charge the amount of $500.00, covering ice assDciatetl with the filing of the 
Appeal Briei', lo Thomson Licensing Inc., Deposit AccnuntNo. 07-0832. bi the event of any 
nou-payinent or improper payment of a required fee. the Connnissioncr is authorized to charge 
Deposit Account IS u. 07-0832 as rc<]uircU lo correct the error. 



January 18, 2007 

Tliomson Licensing Inc. 
Patent Operations 
P.O. Box 5312 
Princeton, N J 08543-53 1 2 



BY 




Robert li.'lwvy, Atlomcy l()r Applicants 
Rcgislrdlion No.: 28,234 
Telephone No.: (609) 734-6820 
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8. CI.AfiViS APPENDIX 

J.. >^ovioui>ly Trcsenled) A method tor achieving wireless communications in a network 
having at lea.st one macro cell for commimicating both voice and data with o mobile 
comnumtcations device across a firsi wireless link and, at least one micro cell, with a smaller 
coverage area and higher capacity per user than the macro cell, for cojurnunicating data with the 
mobile cornmunicalions device across a second wireless communicalion link, the metliod 
comprising the steps of: 

communicating signaling information directly htilween one micro cell and the one macro 
cell via a third wireless channel m response to ai:ucss of the micro cell by the mobile 
cornrnunicatiuns device: and 

controlling the operation of the micro cell responsive to the signaling infom:iation. 

2. (Original) The method according to claim 1 wherein step of controlling the micro cell 
includes the step of managing access to tlic mien) cell by the mobile communications device. 

3. (Original) The method according to claim I wherein the step of communicating 
signaling information via the third wireless chamKl includes the step communicating signaling 
information from each mobile communications device sepamtely. 

4. (Original) Tlie method according to claim 1 wherein the step of communicating 
signaling information via ihc third wireless channel includes the step of encapsulating signaling 
inlbrmalion from a plurality of mobile communication devices in a common packet 

5. (Original) The method according to claim 1 fiartlicr comprising the step of assigning to 
the mobile communication device codes and power settings to enable the mobile communication 
device to communicate with macro cell and micro cell simultaneously. 

6. (l*reviously Presented) A wireless commanications system, comprising: 
at least one macro cell for communicating both voice and data with a mobile 

communications device across a first wireless link; 
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at least one micro cell having a smaller coverage and higher capacity per user than the 
macro cell tor communicating data with the mobile communications device across a second 
wirdftss cnmmunicjitirVn link: 

a control clement for controlling at Ica^l llic operation of the macro cell; and 
a tliird wireless channel lor directly communicating signaling information between the 
one micro cell and the one macro cell in response to access of the micro cell by the mobile 
communications device to enable the controller to niso control the operation of the macro cell. 

7. (Original) The system according lo claim 6 wherein the control element comprises; a 
Service General Packet Radio Service Node (SGSN). 

8. (Original) The system according to claim 6 wherein the conirol element manages 
access to the micro cell by the mobile communications device. 

9. (Original) The system according to claim 6 wherein each micro cell separiitely 
communic«ites signaling information from each mobile communication device across the third 
wireless channel. 

10* (Original) The system according to claim 6 wherein the signaling information of ench 
of a plurality of micro cells is encapsulated mto a common packet for communication across the 
third wireless eummunicalion chaniieL 

1 1 . (Original) The system according to claim 6 wherein the control clement assigns to the 
mobile communication device codes and power settings to enable the mobile communication 
device lo eornmunieaie with macro cell and rniero ecll simultaneously. 

12. (Original) The system according to claim 7 wherein tlic control elenicni I'urthcr 
comprises: 

a Gateway General Packet Radio Service Serving Node (GGSN); and 

an Internet Protocol tumicl for linkijig the GGSiN lo an Internet Protocol gateway. 
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9. RFJ.ATED EVTDF.NCF. APPF.NT>IX 



None. 



PA(X 14115 ' RCVD AT 1/2212008 4:28:29 PM [Eastern Standard Time] ' SVR:USPTO€F)(R^^^^ 



* DURATION (mm-$$):04-30 



I o : UbK I U 



CUSTOMER NO.: 24498 PATENT 
Serial No.: 10/563,385 PU030023 
Final Office Actinn Dated: October 17, 2007 

10. RELATED PROCEEDINGS APPENDIX 



None 
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